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DETAILED ACTION 



1 . Claims 1 -2, 4-8, 1 0-1 6 and 1 8-35 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 23, 2008 has been entered. 

Applicants' amendments to claim 31 as well as submission of new claims 32-35 
filed on 9/23/08 are acknowledged. 

Claims 15-16 and 18-29 are withdrawn for being drawn to non-elected 
inventions. 

Claims 1-2, 4-8, 10-14 and 30-35 are examined on the merits. 

3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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4. The rejections and objection that are not recited in this action are considered to 
be withdrawn. 

Claim Objections 

5. Claims 34-35 are objected for being dependent on a rejected claim. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claim 14 is rejected under 35 U.S.C. 102(b) as being anticipated by Smeekens 
et al. (1999, US Patent Number 5,986,173) . 

Claim 14 is drawn to a transgenic maize plant produced by the method of claim 

1. 

The Office interprets that the claimed transgenic maize plant reads on any 
transgenic maize plant regardless of the transformation method. 

Smeekens et al. each a transgenic maize plant (claim 23). Therefore the 
reference teaches all the limitations set forth by the instant claim. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 1-2, 4-8, 10-13 and 30-33 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for Agrobacterium-mediated 
transformation for maize using dual selection temperatures, does not reasonably 
provide enablement for a single selection temperature. The specification does not 
enable any person skilled in the art to which it pertains, or other bacterium inoculation 
processes contemplated in the specification with which it is most nearly connected, to 
make/use the invention commensurate in scope with these claims. 

The specification teaches a modified maize transformation method in which 
selection temperature is elevated to 30°C ,32°C and 34°C for first two weeks and then 
reduced to 27 °C for the final week of selection (specification, paragraph [100]) . The 
specification teach that transformation efficiency is increase by 2 fold (paragraphs 
[0099]-[0100] and Table 3). 

However, the instant claims is drawn to a transformation method that omits the 
second selection period. Given the admission by Applicants that modifying selection 
temperature in maize transformation is not well known in the art and the result of such 
modification is unpredictable (response, page 7. 2 nd paragraph; also the paragraph 
bridging pages 7-8; page 8, last paragraph), undue experimentation would have 



Application/Control Number: 10/709,826 Page 5 

Art Unit: 1638 

required for a person skilled in the art to practice a method not exemplified by 
Applicants to increase the transformation efficiency. 

As for claim 31 , the recitation " about 30 °C" encompass a selection temperature 
from 27 °C to 33 °C. Therefore, even a dual temperature selection method with, for 
example, a first temperature at 28 °C and second temperature at 27 °C, would not be 
enabled for increasing the efficiency of transformation. It is suggested to remove the 
recitation "about" to overcome the rejection. 

Given breadth of the claims, lack of further guidance and working example, and 
unpredictability of the cereal transformation art, undue experimentation would be 
required for a person skilled in the art to practice the invention in full scope. 

Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Li Zheng whose telephone number is 571-272-8031 . 
The examiner can normally be reached on Monday through Friday 9:00 AM - 5:30 PM 
EST. 



Application/Control Number: 10/709,826 Page 6 

Art Unit: 1638 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on 571-272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
/Li Zheng/ 

Examiner, Art Unit 1638 



